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Sir: 

I, Philip G. Sweeny, declare that: 



1 . I am a citizen of the United States of America and currently reside at 32 
Hillside Road, Hackettstown, N J. 07840. 

2. I believe I am the original and first inventor of the subject matter which is 
claimed in the above-identified reissue application (U.S. Serial No. 10/044,594, filed 
January 10, 2002) and for which a patent is sought. 

3. I have reviewed and understand the contents of the above-identified 
reissue application, including the claims as amended by the Preliminary Amendment 
filed on January 10, 2002. 

4. I acknowledge the duty to disclose all information I am aware of which is 
material to the examination of the above-identified application in accordance with 37 
C.F.R. § 1.56. 

5. I believe the Letters Patent No. 5,565,109 as modified by the 
Reexamination Certificate issued November 23, 1999 to be partly inoperative by 
reason that I claimed more than I had a right to claim under 35 U.S.C. §305 during 
the reexamination proceeding which resulted in the Reexamination Certificate 
(3940 tn ) issued November 23, 1999. 

6. Original claims 1 and 13 of U.S. Patent No. 5,565,109 required that the N- 
hydrogen compound be added directly to the circulating water system before or after 
addition of the slimicide or with the slimicide in a mixture consisting essentially of the 
slimicide and the N-hydrogen compound. 

7. Since claims 14 and 16, which were added by the Reexamination 
Certificate, do not include the limitation recited in paragraph 6 of this Declaration, the 
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claims of U.S. Patent No. 5,565,109 as modified by the Reexamination Certificate 
(3940 th ) are broader than the original claims of U.S. Patent No. 5,565,109. 

8. All errors being corrected in this reissue application up to the time of filing 
of this declaration arose without any deceptive intention on my part. 

9. Upon information and belief, U.S. Patent No. 5,565,109 is not and has not 
been involved in any proceedings, such as interferences, reissues, or litigation, other 
than a reexamination proceeding which resulted in a Reexamination Certificate 
(3940 m ) issued on November 23, 1999. 

10. As the named inventor, I hereby appoint the following attorneys to 
prosecute this application and transact all business in the Patent and Trademark 
office connected therewith: Bert J. Lewen #19,407, Robert C. Sullivan, Jr., #30,499, 
Michael J. Sweedler #19,937, S. Peter Ludwig #25,351, Paul Fields #20,298, Marc 
S. Gross #19,614, Joseph B. Lerch #26,936, Melvin C. Garner #26,272, Ethan 
Horwitz #27,646, Adda C. Gogoris #29,714, Henry Sternberg #22,408, Peter C. 
Schechter#31,662, Robert Schaffer#31,194, Ira J. Levy #35,587, Joseph R. 
Robinson #33,448, Scott G. Lindvall #40,325, Paul F. Fehlner, Ph.D. #35,135, David 
Leason #36,195, and Jay P. Lessler #41,151 . 
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I further declare that all statements made herein of my own knowledge are 



true and that all statements made on information and belief are believed to be true; and 
further that these statements were made with the knowledge that willful false statements 
and the like so made are punishable by fine or imprisonment, or both, under Section 
1001 of Title 18 of the United States Code, and that such willful false statements may 
jeopardize the validity of the application or any patent issuing thereon. 





Philip G. Sweeny 
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U.S. Court of Appeals 
Federal Circuit 

Quantum Corp. v. Rodime PLC 

No. 94-1296 
Decided September 22, 1995 

JUDICIAL PRACTICE AND 
PROCEDURE 

1. Procedure — Summary judgment — Pat- 

ents (§410.3303) 

Procedure — Judicial review — Standard 
of review — Patents (§410.4607.09) 

Federal district court's grant of summary 
judgment that patent claims were improper- 
ly broadened during re-examination and are 
therefore invalid is reviewed on appeal to 
determine whether any genuine issues of 
materia l f act are in dispute, and whether any 
errors ofiaw were made. 

PATENTS 

2. Practice and procedure in Patent and 

Trademark Office — Re-examination 

— In general (§110.1501) 

Patent construction — Claims — Defining 
terms (§125.1305) 

Claims for micro hard-disk drive stating 
track density limitation of "at least 600 
tracks per inch" (tpi) were improperly ex- 
panded during re-examination, in violation 
of 35 USC 305, to read "at least approxi- 
mately 600 tpi," since there is no evidence 
that one of ordinary skill in art would under- 
stand term "at least 600 tpi" to be same as 
"at least approximately 600 tpi," or that 
patentee defined it as such during prosecu- 
tion, since "at least," as defined by diction- 
ary, means "as the minimum," and, if coup- 
led with specific number, sets forth absolute 
lower limit of range, since addition of "ap- 
proximately," which means "reasonably 
close to," eliminates precise lower limit of 
that range, and since amended limitation 
therefore includes track densities below 600 
tpi, which is subject matter not covered by 
original claims. 

3. Practice and procedure in Patent and 

Trademark Office — Re-examination 

— In general (§110.1501) 

Patent construction — Claims — Defining 
terms (§125.1305) 

Claims for micro hard-disk drive stating 
track density limitation of "at least 600 



tracks per inch" (tpi), which were amended 
during re-examination to read "at least ap- 
proximately 600 tpi," were improperly 
broadened in violation of 35 USC 305, since 
original limitation used precise language to 
define scope of coverage, since addition of 
term "approximately" effected broadening 
of claim, and since "approximately" was 
initially recited in claims at issue during 
prosecution, but was deleted in response to 
examiner's office action, thereby contradict- 
ing patentee's contention that term was add- 
ed during re-examination merely to clarify 
language in original patent. 

4. Practice and procedure in Patent and 
Trademark Office — Re-examination 
— In general (§110.1501) 

Infringement — Defenses — In general 
(§120.1101) 

Clai ms that were im properly broadened 
during re-examination in violation of 35 
USC 305 must be held invalid as matter of 
law, despite absence of specific statutory 
language addressing remedy for such viola- 
tion, since Section 305 allows applicant to 
amend claims or add new claims to distin- 
guish invention over cited prior art, but ex- 
plicitly prohibits any broadening of claims, 
since appellate court cannot exercise its equi- 
table powers to restrict scope of claims to 
their original terms, since equities, even if 
they could be considered, do not favor paten- 
tee in present case, which broadened claims 
during re-examination despite explicit statu- 
tory prohibition against doing so, since feder- 
al district court cannot remand case to Pat- 
ent and Trademark Office to have 
broadening language deleted from claims, 
and since conclusion that claims are invalid 
is not inconsistent with 35 USC 282, which 
does not state that invalidity defenses listed 
therein are only ones available. 

Particular patents — General and me- 
chanical — Computer hardware 

4,683,383, McGinlay, micro hard-disk 
drive system, summary judgment holding 
claims 4, 6, 7, 9, 14 and 19-27 invalid, 
affirmed. 



Appeal from the U.S. District Court for 
the District of Minnesota, Doty, J.; 33 
USPQ2d 1458. 

Action by Quantum Corp. against Rodime 
PLC for declaratory judgment of patent in- 
validity, unenforceability and non-infnnge- 
ment From grant of partial summary judg- 
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ment for plaintiff, defendant appeals. 
Affirmed. 

John F. Lynch, Richard L. Stanley, J. Mike 
Amerson, and Gary J. Fischman, of Ar- 
nold, White & Durkce, Houston, Texas; 
David B. Harrison, of Quantum Corp., 
Milpitas, Calif.; Terence M. Fruth, of 
Fruth & Anthony, Minneapolis, Minn., 
for plaintiff-appellee. 

Margaret F. Pfciffcr and Robert A. Sacks, 
of Sullivan & Cromwell, Washington, 
D.C.; John C. Altmiller, of Kenyon & 
Kenyon, Washington, for defendant- 
appellant. 

Before Plager, Lourie, and Rader, circuit 
judges. 

Plager, J. 

The questiblf irnhls^eclallto^ 
action is whether amendments made during 
a prior reexamination proceeding impermis- 
sibly broadened the scope of the patent 
claims at issue in violation of 35 U.S.C. 
§ 305 (1988),' and, if so, the legal effect 
thereof. Defendant patentee Rodime PLC 
(Rodime) appeals the decision of the United 
States District Court for the District of Min- 
nesota, Civil Action No. 4-93-214. In its 
decision, the district court granted Quantum 
Corporation's (Quantum) motion for sum- 
mary judgment that Claims 4, 6, 7, 9, 14 and 
19-27 of U.S. Patent No. Bl 4,638,383 (the 
reexamined '383 patent) are invalid because 
they were impermissibly broadened during 
reexamination. We affirm. 

I. BACKGROUND 
A. 

Rodime is the owner of the reexamined 
'383 patent, which issued on November 29, 
1988. The reexamined '383 patent is direct- 
ed to a micro hard-disk drive system (3.5 
inch drive) suitable for use in portable com- 
puters with performance parameters compa- 
rable to those available in 5.25 inch disk 
drive systems. Quantum, the plaintiff in this 
declaratory judgment action, is the manufac- 
turer of disk drives which, Rodime alleges in 
its counterclaim, infringe its patent. 

The claim limitation at issue in this appeal 
relates to the storage capability of the hard- 
disk. The storage capability of a hard-disk is 



1 Unless specified otherwise, all cites to the 
United States Code are for the year 1988. 



a function of the track density; the greater 
the track density, the more data that can be 
stored in a given area of the disk. Track 
density may be defined in terms of "tracks 
per inch" (tpi), calculated based on the num- 
ber of concentric tracks present within an 
inch along the radius of the hard-disk. 

On November 19, 1985, James G. McGin- 
ley and Roderick M. Urquhart, two engi- 
neers at Rodime, filed a patent application 
for the invention described above. Claim 1 of 
this application recited, inter alia, a track 
density of "approximately 600" tpi. The ex- 
aminer, in a first office action, rejected all 
the claims as obvious under 35 U.S.C. § 103. 
With respect to the track density limitation 
in Claim 1, the examiner stated: 
The art described in the preceding para- 
graph [regarding 5.25 inch disks] demon- 
strates that such a density is within the 
state of the art. Such a density would 
seemingly be achievable on a [3.5 inch] 
"disirirrthe same manner by~which~irwas 
achieved on a larger disk. Consequently it 
would seem that the subject matter of 
claim 1 — which is seemingly quite gener- 
al — should not be considered patentable. 
In a response dated May 23, 1986, appli- 
cants cancelled the original claims and in- 
serted new claims some of which recited a 
track density of "at least 600" tpi. Although 
applicants had replaced "approximately" 
with "at least" in the track density limitation 
of these new claims, they made no reference 
to this in their response, but instead focused 
on the difference between the size of their 
disks (3.5 inch) and those in the prior art 
(5.25 inch) as a basis for overcoming the 
examiner's rejection. The examiner subse- 
quently allowed these new claims, and the 
patent issued on January 20, 1987, as U.S. 
Patent No. 4,638,383 (the original '383 pat- 
ent). Claims 4, 6, 7, 9, and 14 of the original 
'383 patent all recited a track density of "at 
least 600 concentric tracks per inch." 

On September 28, 1987, Rodime, the own- 
er of the original '383 patent pursuant to an 
assignment from the inventors, requested 
reexamination of its patent. Finding a sub- 
stantial new question of patentability, see 35 
U.S.C. § 303, the United States Patent and 
Trademark Office (PTO) granted Rodime's 
request for reexamination of all 16 claims in 
the original '383 patent. In an office action 
dated April 19, 1988, the examiner rejected 
all but two of the original claims. Rodime 
responded by cancelling certain claims, 
amending others, and adding dependent 
Claims 17-31. With respect to the claims at 
issue in this appeal, Rodime made substan- 
tial amendments including changing the 
track density limitation from "at least 600" 
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tpi to "at least approximately 600" tpi. 
These claims were allowed, as amended, and 
the '383 reexamined patent issued on No- 
vember 29, 1988, as U.S. Patent No. Bl 
4,638,383. As issued, independent Claims 4, 
6, 7, 9, and 1 4 of the reexamined '383 patent 
all recite a track density of "at least approxi- 
mately 600" tpi, and the newly added de- 
pendent claims which are at issue in this 
appeal, i.e. Claims 19-27, either explicitly 
contain this limitation or incorporate it 
through their dependency. 2 



2 Illustrative of the amendments made is 
Claim 4 with the sections within the brackets 
being the matter that was deleted and the under- 
lined sections indicating the additions made to 
the claim during reexamination: 

4. A computer disk drive system [for operat- 
ing a micro hard-disk, said disk drive system] 
comprising: 

a sealed housing; 

at least [one] two micro 1 hard- disk ] hard- 
d is ks each having a diameter of between 92 
and 96 millimeters and each having a plurality 
of concentrically adjacent tracks on both 
planar sides thereof, said micro hard-disks 
fixedly mounted in [aj the sealed housing; 

means for rotatably supporting said (hard- 
disk) micro hard-disks; 

means for rotating said [hard-disk] micro 
hard-disks; 

first and second transducer means [having 
two read/write heads] for writing digital infor- 
mation on and reading digital information 
from said [hard-disk] micro hard-disks on both 
planar sides of [said] each micro hard-disk in a 
format so that [said] each micro hard-disk has 
digital information stored on [concentric] said 
concentrically adjacent tracks at a density pro- 
viding at least 5 Megabytes of storage per 
[disk] micro hard-disk with the digital informa- 
tion being stored at a density of at least [6000] 
approximately 600 concentric tracks per inch, 
said first and second transducer means each 
comprising two read/write heads; [and J 

positioning means for moving said first and 
second transducer means between the concen- 
trically adjacent tracks on said [hard-disk] mi- 
cro hard-disks, said positioning means 
including: 

a positioning arm disposed within the sealed 
housing and mounted for movement relative to 
said micro hard-disks; 

a pivot shaft coupled to one end of said 
positioning arm and supporting said position- 
ing arm for rotational movement relative to 
said micro hard-disks, four support arms, 
each supporting one of said heads at one end 
and each connected to said positioning arm at 
its other end; and 

means for moving said positioning arm in- 
cluding a stepper motor having a shaft extend- 
ing into said sealed housing and means for 
operating said stepper motor in step incre- 
ments, each increment causing [said transducer 
means] said read/write heads to move from one 



B. 

Quantum filed the present action in the 
United States District Court for the District 
of Minnesota on February 26, 1993, seeking 
a declaration that the reexamined '383 pat- 
ent is invalid, unenforceable and not in- 
fringed. Rodime subsequently filed an an- 
swer and a counterclaim for infringement. 
On February 22, 1994, Quantum filed a 
motion for summary judgment that Claim's 
4, 6, 7, 9, 14, and 19-27 of the reexamined 
'383 patent are invalid under 35 U.S.C. 
§ 305 for being impermissibly broadened by 
Rodime during reexamination. According to 
Quantum, Rodime's amendment during 
reexamination of the track density limitation 
from "at least 600" tpi to "at least approxi- 
mately 600" tpi broadened the scope of the 
claims to cover certain disk drives with ap- 
proximately but less than 600 tpi that were 
not covered by the original '383 patent 
claims, an d theref ore these claims are invalid 
under 35 U.S.C. § 305. 

The district court, in an order dated April 
11, 1994, granted Quantum's motion for 
summary judgment. The court, after exam- 
ining the claims, specification, and prosecu- 
tion history, concluded that the addition of 
the word "approximately" to the track densi- 
ty limitation during reexamination was not a 
mere clarification, as Rodime argued, but 
was instead a substantive change that ex- 
panded the scope of the claims at issue in 
violation of 35 U.S.C. § 305, and that no 
reasonable juror could have found otherwise. 
In support, the court relied on the difference 
in the ordinary meaning of the disputed 
claim limitations: a track density of "at least 
600 tpi" indicates densities starting at, but 
greater than 600 tpi, whereas the addition of 
"approximately" in the track density limita- 
tion of the reexamined '383 patent modifies 
the 600 tpi value, thereby eroding the "not 
less than" meaning of "at least." Based on 
these definitions, it followed, according to 
the court, that the claims had been broad- 
ened during reexamination since the reexam- 
ined '383 patent covered devices with track 
densities less than 600 tpi that were not 
covered by the original '383 patent. The 
court then concluded, without analysis, that 
the improperly broadened claims were 
invalid. 

Since the district court's ruling disposed of 
all the claims which Rodime in its counter- 
claim had alleged Quantum to infringe, the 



track to the next adjacent track on said [hard- 
disk] micro hard-disks. 
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district court, on April 26, 1994, ordered 
that final judgment be entered under Fed. R. 
Civ. P. 58 in favor of Quantum for a declara- 
tory judgment of nonliability and against 
Rodime for its counterclaim of infringement 
of the reexamined '383 patent. This appeal 
followed. 

II. DISCUSSION 

[1] There are two issues in this case: first, 
whether Rodime broadened the scope of the 
claims at issue during reexamination in vio- 
lation of 35 U.S.C. § 305 by changing the 
track density limitation from "at least 600 
tpi" to "at least approximately 600 tpi," and, 
second, assuming the claims were impermis- 
sibly broadened, the legal effect of violating 
section 305. We review the district court's 
grant of summary judgment in favor of 
Quantum on these issues — that the claims 
were broadened and are therefore invalid — 
ao.detecmine.whether-any-genuinc-issucs-of- 
material fact are in dispute, and whether any 
errors of law were made. London v. Carson 
Pirie Scott & Co., 946 F.2d 1534, 1537, 20 
USPQ2d 1456, 1458 (Fed. Cir. 1991). 



35 JJ.S.C. § 305 states, in relevant part, 
that "[n]o proposed amended or new claim 
enlarging the scope of a claim of the patent 
will be permitted in a reexamination pro- 
ceeding." An amended or new claim has 
been enlarged if it includes within its scope 
any subject matter that would not have in- 
fringed the original patent. In re Freeman 
30 F.3d 1459, 1464, 31 USPQ2d 1444, 1447 
(Fed. Cir. 1994). "A claim that is broader in 
any respect is considered to be broader than 
the original claims even though it may be 
narrower in other respects." Id. (quoting 
Tillotson, Ltd. v. Walbro Corp., 831 F.2d 
1033, 1037 n.2, 4 USPQ2d 1450, 1453 n.2 
(Fed. Cir. 1987)). Accordingly, the claims at 
issue have been improperly broadened in 
violation of 35 U.S.C. § 305 if the track 
density limitation in the claims of the reex- 
amined '383 patent — "at least approxi- 
mately 600 tpi" — is broader than the track 
density limitation in the claims of the origi- 
nal '383 patent — "at least 600 tpi." 

Whether claims have been enlarged is a 
matter of claim construction, a question of 
law subject to complete and independent 
review on appeal. Id. at 1464, 31 USPQ2d at 
1447 When construing the meaning of dis- 
puted terms in a claim, we look to the claims, 
specification and prosecution history Car- 
roll Touch. Inc v Electro Mechanical Sys . 



Inc., 15 F.3d 1573, 1577, 27 USPQ2d 1836 
1839-40 (Fed. Cir. 1993). Although a paten- 
tee can be his own lexicographer, the words 
of a claim will be given their ordinary mean- 
ing to one of skill in the art unless the 
inventor appeared to use them differently. 
Hoganas AB v. Dresser Indus., Inc., 9 F.3d 
948, 951, 28 USPQ2d 1936, 1938 (Fed. Cir. 
1993). 

Rodime's principle argument on appeal is 
that the addition of the word "approximate- 
ly" to the track density limitation only made 
explicit what was already implicitly included 
in the claim, and therefore did not expand 
the scope of the claims at issue. In support of 
this proposition, Rodime cites Laitram Corp. 
v. NEC Corp., 952 F.2d 1357, 21 USPQ2d 
1276 (Fed. Cir. 1992), Tennant Co. v. Hako 
Minuteman, Inc., 878 F.2d 1413, II 
USPQ2d 1303 (Fed. Cir. 1989), and Kauf- 
man Co. v. Lantech, Inc., 807 F.2d 970 1 
USPQ2d 1202 (Fed. Cir. 1986). Specifical- 

Jv._R nHimp_acQprtc_tliot_*r»^r>«./xf_^i,.:ii_:^_*u^^ 

J ' " „^ «.»«fc*v «. v» uiii/ ui jrvili 111 1 1 1 U 

art the term "600 tpi" means "approximate- 
ly 600 tpi." In support, Rodime proffers the 
testimony of various technical experts who 
maintain that, because of manufacturing to- 
lerances and variations inherent in rotary 
actuator drives, industry literature referring 
to a specific track density value is understood 
by those skilled in the art to represent a 
range. This interpretation, according to Ro- 
dime, is consistent with the specification 
which uses the terms "600 tpi" and "approxi- 
mately 600 tpi" interchangeably. Since "600 
tpi" means "approximately 600 tpi" to one 
of skill in the art, it necessarily follows, 
Rodime argues, that one of skill in the art 
would interpret "at least 600 tpi" to mean 
"at least approximately 600 tpi." According- 
ly, Rodime concludes that the district court 
erred in not granting summary judgment in 
their favor, or, at a minimum, concluding 
that this evidence created a genuine issue of 
material fact to be resolved at trial. 

[2] We disagree. The major flaw in Ro- 
dime's argument is that it focuses solely on 
the term "600 tpi" instead of the claim 
limitation as a whole, in context. See United 
States v. Telectronics, Inc., 857 F.2d 778 
781, 8 USPQ2d 1217, 1219-20 (Fed. Cir. 
1988), cert, denied, 490 U.S. 1046 (1989). 
Even if "600 tpi" means "approximately 600 
tpi," as Rodime argues, it is unnecessary to 
read in an implicit range when interpreting 
"at least 600 tpi" because this limitation as a 
whole already expressly represents an open- 
-ended range, i.e. 600 tpi and up. Therefore, 
that one skilled in the art understands "600 
tpi" to connote a range is irrelevant because 
the limitation in dispute is "at least 600 tpi," 
and Rodime offered no evidence to show that 
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one skilled in the art understood "at least 
600 tpi" to be the same as "at least approxi- 
mately 600 tpi" or that the patentee defined 
it as such in the patent or during prosecution. 

Absent such a definition or evidence that 
the claim limitation as a whole has a special 
meaning to one of skill in the art, we see no 
error in the district court's use of dictionary 
definitions to ascertain the ordinary meaning 
of the relevant claim limitation. See, e.g., 
Hoganas, 9 F.3d at 951 n.8, 28 USPQ2d at 
1938 n.8 (using Webster's New World Dic- 
tionary, Third Edition, to define the word 
"straw"). Regarding the limitation "at least 
600 tpi," the term "at least" means "as the 
minimum," Webster's Third New Interna- 
tional Dictionary 1287(1 986), and therefore 
when coupled with a specific number sets 
forth an absolute lower limit of a range, i.e., 
600 on up. See Lantech, Inc. v. Keip Mach. 
Co., 32 F.3d 542, 546, 31 USPQ2d 1666, 
1670 (Fed. Cir. 1994) ("[T]he term 'at least 
two' sets forth the minimum number of a 
_na rt.i ci 1 1 a r~ e! em e n t - r eq u i red . — ) .-Ih e - a d d i t i o n 
of "approximately" which means "reason- 
ably close to," 3 eliminates the precise lower 
limit of that range, and, in so doing extends 
the scope of the range. The term "at least 
approximately 600 tpi" therefore defines an 
open-ended range starting slightly below 
600. See, e.g., Hybritech, Inc. v. Abbott 
Labs., 849 F.2d 1446, 1455, 7 USPQ2d 
1191, 1199 (Fed. Cir. 1988) (reasonable 
likelihood of success of proving that accused 
products with affinities of 4.8 x 10 7 and 7.1 to 
7.5 x 10 7 liters/mole literally infringe patent 
with a recited claim limitation for affinity of 
"at least about 10 8 liters/mole"); Ex parte 
Neuwirth, 229 USPQ 71, 73 (Bd. Pat. App. 
& Int. 1985) (addition of the word "substan- 
tially" during reexamination as a modifier 
for "rounded bottom wall" broadened the 
scope of the claim in violation of 35 U.S.C. 
§ 305). 

Since the amended limitation includes 
subject matter not covered by the original 
claims, i.e. track densities below 600 tpi, we 
conclude that Rodime expanded the scope of 
their claims during reexamination in viola- 
tion of 35 U.S.C. § 305. To conclude other- 
wise would force us to alter what Rodime 
chose to claim as its invention in the original 
'383 patent, i.e., a track density range start- 
ing at 600 tpi. We cannot do that. E.I. du 
Pont de Nemours & Co. v. Phillips Petrole- 
um Co., 849 F.2d 1430, 1433, 7 USPQ2d 
1129, 1131 (Fed. Cir.), cert, denied, 488 
U.S. 986 (1988). 



3 Webster's Third New International Diction- 
ary 107 (1986). 



Seattle Box Co. v. Industrial Crating & 
Packing. Inc., 731 F.2d 818, 221 USPQ 568 
(Fed. Cir. 1984) raised similar issues, with 
similar results. In that case the court evaluat- 
ed whether a reissued patent claim was 
"identical" to the original claim. The appli- 
cant originally filed a patent application for 
a device for packaging and safely transport- 
ing oil pipes with Claim 1 reciting, inter alia. 
a spacer block having a height "substantially 
equal to" the pipe diameter. Id. at 821, 221 
USPQ at 57 1 . Applicants amended this limi- 
tation during prosecution, and Claim 1 sub- 
sequently issued with a recited spacer block 
height "greater than" the pipe diameter. Id. 
The patentee subsequently amended this 
claim during reissue to cover a block height 
"substantially equal to or greater than" the 
pipe diameter. Id. at 822, 22 1 USPQ at 57 1 . 

The court, in determining whether the 
patentee was prohibited under 35 U.S.C. 
§ 252, para. 1 from collecting damages for 
activities occurring prior to the issuance of 
— thc-rcissue-patent^hautoduciuewhciherthe 
patentee had made a substantive change to 
the claims during reissue. In this regard, the 
district court stated, and we affirmed, that: 
Seattle Box, in broadening its claims' 
scope to cover not only spacer blocks 
"greater than" but also "substantially 
equal to" the diameter of the pipes in a 
bundle, has, in our view, made substantive 
change to its claims. The original claims 
cannot reasonably be read as intending, 
but for some inaccuracy in their expres- 
sion, the same coverage as the reissue 
claims. Here, the addition is not a matter 
of mere clarification of language to make 
specific what was always implicit or 
inherent. 
Id. at 828, 221 USPQ at 575. 

[3] The relevant claim language and pros- 
ecution history in our case is remarkably 
similar to that in Seattle Box, and therefore 
this decision lends further support to the 
district court's conclusion that the amended 
claims in our case were also broadened. 4 
First, the original claim limitations in both 
cases used precise language to define the 
scope of the coverage. In Seattle Box, the 
original claims recited a spacer block height 
"greater than" the pipe diameter, whereas in 



4 The test for determining whether a reexa- 
mined claim is broader than an original claim 
under 35 U.S.C. § 305 is the same as that in 35 
U.S.C. § 251, last paragraph, for determining 
whether reissue claims filed more than two years 
after issuance of the original patent are broader 
than the original claims. In re Freeman, 30 F.3d 
1459, 1464, 31 USPQ2d 1444, 1447 (Fed. Cir. 
1994). 



36 USPQ2d 



Quantum Corp. v. Rodime PLC 



1167 



our case the original '383 patent recited a 
track density of "at least 600 tpi." Although 
both claims recite open-ended ranges, the 
lower limit is clearly defined in each claim. 
Second, in both cases, the claims at issue 
were amended to include words effecting a 
broadening of the claim. In Seattle Box. 
applicants added the term "substantially 
equal to" during reissue, whereas in our case 
the term "approximately" was added during 
reexamination. 

Finally, in both cases the amended lan- 
guage was initially recited in the claims at 
issue, but was deleted in response to the 
examiner's first office action. As mentioned 
previously, Rodime's initial claims recited a 
track density of "approximately 600 tpi," 
but, along with other amendments, were 
changed to "at least 600 tpi." This not only 
parallels what occurred in Seattle Box, but it 
also contradicts Rodime's assertion that "ap- 
proximately 11 was added during reexamina- 
4ion-to_clarjfy_theJ_anguage-in-the-original- 
'383 patent. If "approximately" merely 
clarifies the phrase "at least 600 tpi, 11 it 
seems unlikely that this supposedly clarify- 
ing language would have been deleted, as it 
was, during the initial prosecution. 

In view of all the foregoing, we conclude, 
as a matter of law, that Rodime broadened 
the scope of the claims at issue during reex- 
amination in violation of 35 U.S.C. § 305. 
Accordingly, we affirm the district court's 
grant of summary judgment on this issue. 

B. 

But what are the consequences of such a 
broadening? Are the claims entirely invalid, 
or is invalidity limited only to the broadened 
aspects of the claims, so that the original 
scope of the claims remains available to the 
patentee? The district court's analysis con- 
cluded when it determined that the reexam- 
ined claims were broader than the original 
claims in the '383 patent, apparently believ- 
ing that it necessarily followed that the 
claims at issue are therefore invalid. How- 
ever, the Patent Act is silent regarding the 
proper remedy to be employed by a district 
court in a patent infringement suit when it 
determines that claims were improperly 
broadened during reexamination in violation 
of 35. U.S.C. § 305. Neither the express 
words in section 305 nor its legislative histo- 
ry provide any guidance in this situation; 
they merely recite the prohibition against 
broadening during reexamination. 

,35 y:S.C. § 282, which lists various affir- 
mative defenses in a patent infringement 
suit, allows a defendant in a patent infringe- 



ment action to assert an invalidity defense 
based on a failure to comply with any of the 
statutory requirements in 35 U.S.C. § 251 
for reissue applications. 5 Therefore, a dis- 
trict court could declare that reissued claims 
are invalid as a matter of law if they were 
impermissibly broadened in violation of 35 
U.S.C. § 251, para. 4. 6 See Tillotson Ltd. v. 
Walbro Corp., 831 F.2d 1033, 4 USPQ2d 
1450 (Fed. Cir. 1987) (reversing a district 
court's grant of summary judgment of inva- 
lidity since genuine issues of material fact 
existed whether reissued claims filed more 
than two years after the original patent were 
broader than the original claims). However, 
despite the fact that the prohibition in sec- 
tion 251 against enlarging the scope of 
claims in reissue applications is analogous to 
the prohibition in section 305 regarding 
broadening during reexamination, 7 section 
282 does not specifically mention section 305 
as an invalidity defense in a patent infringe- 

ment suit. 

Our precedent does not address this issue 
either. In re Freeman, 30 F.3d 1459, 31 
USPQ2d 1444 (Fed. Cir. 1994), was an 
appeal from a decision of the PTO sustaining 
an examiner's rejection of claims as imper- 
missibly broadened in violation of section 
305. It does not speak to the issue of whether 
a district court can declare previously issued 
claims invalid for failure to comply with 
section 305. Fortel Corp. v. Phone-Mate, 
Inc., 825 F.2d 1577, 3 USPQ2d 1771 (Fed. 
Cir. 1987) was an appeal from a district 
court decision in which reexamined claims 
were found to have been broadened during 



5 35 U.S.C § 282 reads in relevant part: 

The following shall be defenses in any action 
involving the validity or infringement of a pat- 
ent and shall be pleaded: 

(1) Noninfringement, absence of liability for 
infringement or unenforceability, 

(2) Invalidity of the patent or any claim in 
suit on any ground specified in part II of. this 
title as a condition for patentability, 

(3) Invalidity of the patent or any claim in 
suit for failure to comply with any requirement 
of sections 112 or 251 of this title, 

(4) Any other fact or act made a defense by 
this title. 

6 Paragraph 4 of 35 U.S.C. § 251 reads: 

No reissued patent shall be granted enlarging 
the scope of the claims of the original patent 
unless applied for within two years from the 
grant of the original patent. 

7 The only difference between the prohibitions 
against broadening in section 251 and section 305 
is that reissued patent claims can not be broad- 
ened more than two years after issuance of the 
original patent, whereas claims in a reexamined 
patent can never be broadened. 
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reexamination in violation of section 305, but 
the issue in that case was whether the paten- 
tee could enforce these broader claims 
against an accused infringer who had ceased 
his allegedly infringing activity prior to issu- 
ance of the reexamined patent. Our court 
held that since the reexamined claims were 
broadened they were not substantively iden- 
tical to the originally issued claims within 
the meaning of 35 U.S.C. § 252, para. 1 1 and 
therefore the district court properly granted 
summary judgment that the claims could not 
be enforced against the defendant. 8 Valid- 
ity was not at issue in Fortel because the 
defendant in Fortel, unlike the defendant in 
our case, did not raise it as a defense. 

[4] Despite the absence of specific statu- 
tory language or precedent of this court in 
support of the district court's judgment that 
the claims at issue are invalid, we conclude 
that, as a matter of law, the district court 
arrived at the correct result. The purpose of 
the reexamination process is to provide a 
mechanism for reaffirming or correcting the 
PTO's action in issuing a patent by reexa- 
mining patents thought to be of doubtful 
validity. In re Etter, 756 F.2d 852, 857, 225 
USPQ 1, 4 (Fed. Cir.), cert, denied, 474 
U.S. 828 (1 985). Consistent with this overall 
purpose, Congress enacted section 305 
which, while allowing an applicant to amend 
his claims or add new claims to distinguish 
his invention over cited prior art, explicitly 
prohibits any broadening of claims during 
reexamination. If an applicant fails to claim 
as broadly as he or she could have, the proper 
recourse, if within two years of issuance of 
the patent, is to file a reissue application, see 
35 U.S.C. § 251, not to remedy this problem 
in a reexamination proceeding. 

As with violations of other statutes in the 
Patent Act, claims that do not comply with 
section 305 cannot stand. Rodime agrees, 
but maintains that the proper recourse is for 
this court to exercise its inherent equitable 
powers by restricting the scope of the claims 
to their original terms, avoiding a holding of 
infringement against any devices that would 
not have been covered by any of the original 
claims as they existed prior to reexamina- 
tion. See Texas Instruments, Inc. v. United 
States Int'l Trade Commn, 846 F.2d 1369, 
1371-72, 6 USPQ2d 1886, 1889 (Fed. Cir. 
1988). We disagree. Although we construe 
claims, if possible, so as to sustain their 
validity, Carman Indus., Inc. v. Wahl, 724 



• 35 U.S.C. § 307(b) states that amended or 
new claims found to be patentable during reexa- 
mination will have the same effect as that speci- 
fied in 35 U.S.C. § 252 for reissued patents. 



F.2d 932, 937 n.5, 220 USPQ 481, 485 n.5 
(Fed. Cir. 1983), it is well settled that no 
matter how great the temptations of fairness 
or policy making, courts do not redraft 
claims. Autogiro Co. of Am. v. United 
States, 384 F.2d 391, 395-96, 155 USPQ 
697, 701 (Ct. CI. 1967). Moreover, even if 
we could consider equities, they do not favor 
Rodime; they broadened their claims during 
reexamination despite the explicit prohibi- 
tion against doing so in section 305. 

Likewise, the district court cannot remand 
the case to the PTO to have the broadening 
language deleted from the claims. Cf. Green 
v. Rich Iron Co., 944 F.2d 852, 20 USPQ2d 
1075 (Fed. Cir. 1991 ) (holding that a district 
court could not compel a patentee to seek 
reissue of his patent). To conclude otherwise 
would discourage instead of encourage com- 
pliance with section 305. If the only penalty 
for violating section 305 is a remand to the 
FTP to _haye the reexamined claims nar- 
rowed to be commensurate in scope with 
what the applicant was only entitled to in the 
first place, then applicants will have an in- 
centive to attempt to broaden their claims 
during reexamination, and, if successful, be 
able to enforce these broadened claims 
against their competitors. This result essen- 
tially renders the prohibition in section 305 
meaningless. See In re Bennett, 766 F.2d 
524, 530, 226 USPQ 413, 417 (Fed. Cir. 
1985) (Miller, J., dissenting) ("There is no 
evidence before this court rebutting the basic 
presumption that Congress shall not be 
deemed to have done a futile thing."). The 
likelihood that improperly broadened claims 
will be held invalid will discourage appli- 
cants from attempting to broaden their 
claims during reexamination. 

Our conclusion that the claims at issue are 
invalid is not inconsistent with 35 U.S.C. § 
282. Section 282 does not state that the list 
of invalidity defenses contained therein are 
the only ones available; the statute merely 
says "[t]he following shall be defenses." The 
express words of section 282 therefore allow 
for the existence of other invalidity defenses. 

We conclude that a violation of 35 U.S.C. 
§ 305 is an invalidity defense in a patent 
infringement action, and therefore the dis- 
trict court, upon finding correctly that the 
claims at issue were improperly broadened 
during reexamination in violation of section 
305, properly granted Quantum's motion for 
summary judgment of invalidity. 9 



9 We have considered the other objections to 
the district court's judgment raised by Rodime in 
their brief, and find none sufficiently meritorious 
to require overturning of the district court's 
judgment. 
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III. CONCLUSION 

The judgment of the district court grant- 
ing summary judgment in favor of Quantum 
that Claims 4, 6, 7, 9, 14, and 27 of the 
reexamined '383 patent are invalid as being 
improperly broadened during reexamination 
in violation of 35 U.S.C. § 305, is 
AFFIRMED 
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PATENTS 

1. Patent misuse — Federal antitrust issues 

(§140.07) 

JUDICIAL PRACTICE AND 
PROCEDURE 

Procedure — Parties; standing (§410.07) 

Plaintiff, in declaratory judgment action 
seeking to have defendants' patents declared 
invalid and not infringed, does not have 
standing to assert antitrust claims on ground 
that defendants instigated allegedly "sham" 
patent litigation before International Trade 
Commission, since ITC found that sufficient 
bases existed to commence investigation 
against plaintiff for patent infringement, 
since ITC denied five of plaintiffs motions 
for summary determination that attacked 
substance of defendants' patents, since ITC 
ultimately held that plaintiff was infringing 
two of defendants' patents, and since defen- 
dants' ITC proceeding thus cannot be 
termed "objectively baseless." 

PATENTS 

2. Patent misuse — Federal antitrust issues 

(§140.07) 

JUDICIAL PRACTICE AND 
PROCEDURE 

Procedure — Dismissal; default judgment 
(§410.32) 

Plaintiff, in declaratory judgment action 
seeking to have defendants' patents declared 



invalid and not infringed, cannot assert 
claim for malicious prosecution based on 
defendants' instigation of patent litigation 
before International Trade Commission, 
since defendants did not obtain temporary 
exclusion order that could constitute misuse 
of provisional remedy, and since defendants 
had probable cause for bringing suit. 

PATENTS 

3. Patent misuse — Federal antitrust issues 

(§140.07) 

JUDICIAL PRACTICE AND 
PROCEDURE 

Procedure — Pleadings (§410.26) 

Plaintiff, in declaratory judgment action 
seeking to have defendants' patents declared 
invalid and not infringed, cannot assert 
claims for abuse of process and prima facie 
toTrba^d^n~defeTTdants' instiption of pat" 
ent litigation before International Trade 
Commission, since plaintiffs contention that 
it paid $2 million in attorneys' fees to defend 
ITC action, and that it lost its ability to enter 
into third party contracts because of defen- 
dants' instigation of action, is not sufficient 
to fulfill requirement that plaintiff demon- 
strate type of interference with property that 
is associated with issuance of provisional 
remedy. 

PATENTS 

4. Patent misuse — In general (§140.01) 

JUDICIAL PRACTICE AND 
PROCEDURE 

Procedure — Parties; standing (§410.07) 

Plaintiff, in declaratory judgment action 
seeking to have defendants' patents declared 
invalid and not infringed, cannot assert 
claim for violation of New York's antitrust 
law, N.Y. Gen. Bus. Law 340, since state act 
parallels federal Sherman Act, since plain- 
tiff does not have standing to bring action 
under Sherman Act, and since plaintiff 
therefore lacks standing to bring action un- 
der New York law. 

TRADEMARKS AND UNFAIR TRADE 
PRACTICES 

5. Unfair and false advertising — Lanham 

Act Section 43(a) (§390.05) 

JUDICIAL PRACTICE AND 
PROCEDURE 

Procedure — pleadings (§410.26) 
Claim for violation of Lanham Act by 
plaintiff in action for declaratory judgment 



